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The Edison Bell Phonograph Corporation, Limited v, Smitl; and Younq.

IN THE COURT OF ApPEAL.

Before THE MAS'J1ER OF TH.E RottS:and LORDS""JUSTICES KAY and SMITH.

June 6th, 7th and 8th, 1894.

THE EDISON BELL PHONOGRAPII CORPORATION, LIMITED,

5 v, SMITH and YOUNG.

Patent. -Action for infringement. - Claim for principle. -s-Subordinate
claims.-Novelty.-Oonstruction.oj Specijication.-SujJiciency of Specification.
-Subj'ect-matter.-Utility.-Practice.-Delivery I up of infringing parts only
ordered.

10 This ioas an action for infringement 0.1 a patent for phonographs. ..4. large
number of claims were made by the Specification, Claim 1 being" in a phone
" graph attaching both the recording point and the reproducing point to the same
" diaphragm, means being provided whereby either of the points may be brouqht
" into operative position 01~ the surface of the phonoqram:" Many of the claims

15 were subsidiary. In a phonograph, at one stage, a single diaphragm was used
with a single tool or point for recording and reproducinq, Later, two dia
phragms uiere used ioith separate recording and reproducingpoints, and a floating
weight was applied to give the proper pressure to the reproducinq point. The
present Patentee discovered that the floaiitu) 'weight might also be applied to the

20 recording point and so allow the use ofa single diaphraqm with both the point»
on it. The Defendants admitted the general utility of the invention and
infringement, but they contended that the first claim was a claim for a principle
and was too wide, and toas not novel, and that certain of the subsidiary clai-ms
were inualidfor ioant of subject-matter, uiilits] and novelty.

25 Held on the evidence that the subsidiary claims were novel in their applica-
tions to the phonograph and contributed to the general improvement of the
machine, and that they ioere valid; that the first claim claimed a monopolu of
every form of phonoqraph. in sohich. the tioo points were attached to one
diaphragm so that either point could be brought into operation, that it ioas

30 not a claim for a principle, b1JJt for a particular arrangement, and was novel
and valid. The Defendants appealed.

The Court of Appeal varied the order by limiting the order for delivery tttp to
the infringing parts of the 'machines only, but otherwise agreed with Wright,
J.'s judqment and dismissed the appeal tvith costs.

3,5 The rules as to the 'construction of Specifications laid 'down in Arnold u.
Bradbury, L.R. 6 Ch, ApI). 706, and Edison and Swan United Electric Company
v. Woodhouse and Rawson, 4 R.P.C. 107, and the definition of the/unction ofa
claim given by James, L.J., in Plimpton v -.Spiller, L.R. 6 Ch; D. 412, approved,
Jordan v. Moore, L.R. 1 C.P. 34, disting·uished.

40 On the 28th of November 1889, a patent (No. 19,153 of 1889) was granted to
G. G. Hardingham, for an invention of "Improvements in Phonographs,"
(being a communication from Thomas Alva Edison, of New Jersey, one of
the United States of America). The Complete Specification stated as
follows :-

45 "The objects of this invention are to simplify the construction and to
" facilitate the operation of the phonograph, by decreasing the number of parts
" in the machine, and by lessening or avoiding the necessity for adjustment while
" the machine is in operation. To effect these ends, many changes have been.
" made in the machine as represented in the drawings accompanying the Speoi-

50 "fications to Letters Patent No. 17,t75 of 1887, No. 12,593 of 1888, No. 12,59~
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"··or"f888,·and No. 16,212 of 1888, relating to improvements devised by my
,. foreign correspondent. . . . . . . .

"Heretofore separate diaphragms and diaphragm-holders held in the two
" eyes of a spectacle-frame so mounted that either diaphragm with its point
'Co could be swung into position over the phonogram-cylinder have been 5
"employed for the reoording and reproducing points. One feature of the
"present invention consists in attaching both the recording poi.nt and the
"reproducing point to the same diaphragm, and in so arranging the-parts
'Co carrying such diaphragm that by a simple movement either the recording
'Co or the reproducing point may be brought into operative position. 10

" In the present construction, the diaphragm a is furnished with a post a1

" which is connected by means of two links b with a lever c having a cross
" piece c*, at one end of which is formed an inclined sleeve c1 for holding the
" recording point d; the latter having a circular gouging edge dl

• From the
." other end of the cross-piece c*, there extends another sleeve c2 holding the 15
" spherical-ended reproducing point e. The lever c is pivoted between two

-" lugs f# projecting from a weight f4 hereinafter more particularly referred
"to. The diaphragm-frame f is held in an eye g at the end of the rucking
" holding arm o', and is arranged to turn to a limited extent; such turning
H movement bringing the recording point d into position for operation and 20
" removing the reproducing point e from contact with the phonogram-blank or
" vice versa. This movement is effected by means of the handle fl, and is
"controlled in the direction for bringing the reproducing point into the
" operative position by an adjustable stop /2, and in the other direction by a
" fixed stop r-. The adjustahle stop f 2 enables a slight lateral adj usting move- 25
"ment to be imparted to the reproducing point in order to bring the same
" into the track of the record. This is the only adjustment required for the
" reproducing point. The necessity hitherto existing for adjusting the record-
Co' ing point (so that it might enter the phonogram to the right depth) is avoided
" by the use of a pivoted weight j" or other retarding device, which acts. upon 30
Co, the lever c. The weight f4 is pivoted at f5, its movement is Iimited by
" the screw /6, and it is heavy enough to cause the recording point to enter
" the phonogram to the right depth. When the recording point enters too far,
" the resistance of the material acted upon overcomes the pivoted weight or
" other retarding device; the recording point being thus lifted to the requisite '35
"extent. The same effect takes place no matter how much the phonogram-
" blank may-s-within the limit for which the machine is constructed-be
"reduced in size by the removal of previous records; the recording point
" itself, withont adjustment, constantly penetrating to the right depth. The
" tube-attachment j is screwed into the diaphragm-frame f. The weight r: 40
"also serves as a retarding device for taking up any movements due to
"irregularities in the shape of the cylinder, and prevents such movements
"from affecting the diaphragm. A guide-rest h is used as heretofore for
" supporting the front end g2 of the circular eye g; attached to the latter
," being a pivoted handle k provided with a cam-shaped head k1 of such a 45
" form that, in lowering the arm o', one side k2 of the head strikes the guide-
" rest before the recording (or the reproducing) point reaches the phonogram.
." By then allowing the pivoted handle k to fall, the head kl is turned and the
" part kS brought into contact with the guide-rest so as to lower the recording
" (or the reproducing) point gently upon the phonogram. By raising the '50
" handle k so as to turn the head k1 until the part k2 is brought upon the
" guide-rest, the recording (or the reproducing) point is raised from the phono-
" gram and the feeding device disengaged from the feed-screw l, so that the
"parts may be run back to the starting position without the arm gl being
"lifted to the full extent. As a feeding device for engaging with the 55
"feed-screw l on the phonogram shaft ll, there is attached to the sleeve m,
"which carries the arm a', a divided spring n, the prongs n 1 and n 2

" of which carry the nut-sections [2 and l3. If one of the nut sections l2 or l3
" fail to properly engage with the feed-screw l, the other may engage
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" therewith all right. On the diaphragm-frame f is placed a pin /7 and on the
" stationary eye g a pin gS. When the diaphragm-frame / is turned for the
" purpose of altering the positions of the recording and reproducing points,
" the relative positions of the pins .17 and gS are changed. To the inner end of

5 "the mouth-tube 0 used in recording is attached a plate having notches f7.
" and gS# in such positions as to fit over the pins r" and gS when the recording
" point is in contact with the phonogram: on the inner end of the ear-tube p.
" is provided a plate pI containing notches f7~ and g3* arranged to fit on the
" pins when the reproducing point is in contact with the phonogram. Owing

10 "to the change in the relative positions of the pins, only the mouth-tube can"
" be attached when the machine .is set for recording, and only the ear-tube.
"when set for reproducing. When the recording and reproducing points are
"arranged as described, the knife employed for turning off a record from
" the surface of the phonogram may he placed at a distance from such points.

15 "In the drawings, the knife q is attached to a sliding stem ql mounted in a,
" guide r screwed to the rear portion of the arm gl; the stem being constantly
" held forward by a spring q2. A lever s is pivoted on a screw r\ which
" projects into a slot r 2 in the guide r and turns with the lever. The part S1 on
" the head of the lever engages with a pin q3 on the stem q1; a projection S,2

j

20 "being arranged to strike against one side of the slot r', The lever s comes
"into contact with the back of the machine when the arm gl is lifted to the
" requisite extent. An adjustable stop t t1 pivoted on the pin t2 at the side or
" the stern ql is provided to engage with the surface of the phonogram. The
" head t is screwed on and may be adjusted longitudinally; the tail t1 being

25 ",veighted. The stop enables the distance to which the knife is pressed into
" the phonograrn to be regulated according to the size of the phonogram. The
" rotation of the phonogram swings off the stop. When it is desired to use the
" turning-off tool, the lever s is depressed by hand, the pin q3 being thereby
" freed so as to permit the stem qI to slide forward to the extent determined by

30 "the stop t t', in which position it is locked by the screw r', the latter having
" been turned sufficiently to effect this by the depression of the lever s. When
" the turning-off operation has been completed, the lever s is raised by hand or
" by contact with the back of the machine so that the part 81 may engage with
" the pin q3 and withdraw the stem ql far enough to remove the knife q from

35 "the surface of the phonogram. The material removed by the knife passes
" into a chute u and is conveyed away from the cylinder thereby. The chute
" is attached to the stem ql ; a hole being left just above the knife for the
" entrance of the material removed. During the turning-off operation, the
" handle /1 may be moved into its middle position, so that both the recording

4:0 "and the re-producing point may be away from the surface of the phonogram. If
" desired, a new record may be made while the old one is being turned off.

" Another feature of improvement consists in the clamping device for the
" swinging arm v located at the end of the cylinder and serving to hold
"the parts in place. Heretofore this device has consisted of a hinged pin

45 "entering a slot in the arm and provided with a screw-head to be screwed up
" against the arm. A hinged pin VI having a head fitted with a sleeve v2 con
" taining a spring v3 is now provided. When the clamping device is raised, the
" spring presses the' sleeve against the arm v and clamps it; the clamping
" being thus effected without manipulating a screw.

50 " Having now particularly described and ascertained the nature of this inven-
" tion and in what manner the same is to be performed, I claim :-

"~. In a phonograp?, attas~Qi~[,J2~_!!I."t~~"E~~~~~!~,~J?~ointand !~e:~prQ,g:qQ!.!!g
" P2~~,~.,,"~9'bt!t~,,,~iam.~.,,<:llaplrragp1; means oellig prOVIded whereby either of the
" points may he brought into operative position on the surface of the phonogram.

55 -, 2. In a phonograph, the combination,with the diaphragm, of a pivoted
" lever connected therewith, and carrying the recording and reproducing points,
" and a pivoted weight or retarding device, such as 14, acting upon the lever so
" as to regulate the action either of the recording point or of the reproducing
(, point, whichever may be in 118e, substantially 'as herein described. n. In a

P 15621 EE 2
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." phonograph, the employment of a pivoted lever (7c) mounted upon the arm

." carrying the diaphragm-frame and provided with a cam-shaped head, which,
" acting on the guide-rest, serves to lower or lift the said arm, substantially as
~, herein described. 4. In a phonograph, the combination, with a sliding spring-
'.' actuated cutting knife, of an adjustable stop pivoted to the knife-stem, a chute ;)
" carried by the said knife-stem, a locking device operated by hand, and a with-
&' drawing device operated either by hand or by engagement with a stationary
"part of the machine, substantially as and for the purposes herein described.
" 5. In a phonograph, the employment of a pivoted arm holding a single
" diaphragm to which both the recording and reproducing points are attached; 10
" the said arm carrying a knife for turning an old record off the phonogram,
" substantially as herein described. 6. In a phonograph, the combination, with
" a fixed stop on the holding arm and a stop on the movable diaphragm-frame,
"of the mouth-tube and the ear-tube having their inner ends differently
" formed, so that the mouth-tube may engage with the stops when the movable 15
" stop is in one position, and the ear-tube when the movable stop is in the other
" position, substantially as herein described. 7. In a phonograph, providing the
"swinging arm at the end of the phonogram-cylinder with a spring-lock
" arranged and operating substantially as described with reference to Fig. 1 of
"the accompanying drawings. 8. In phonograph-feeding mechanism, the 20
" employment of two nut-segments carried on separate arms and adapted to
" engage independently with the feed-screw, substantially as herein described.
"9. The improved recording and reproducing phonograph, arranged and
"ope~ating substantially as described with reference to the accompan-ying
" drawings." 25

On the 21st of January, 1893, this patent was assigned to The Edison Bell
Phonograph Corporation, Limited , who 011 the 29th of May, 1893, commenced
an action against G. Albert Smith for infringement, claiming the usual relief.
A similar action was also commenced on the same day by the Plaintiffs against
G. A. Smith and J. Lewis Young. By the Statement of Claim the Plaintiff's 30
alleged that the Defendants had infringed the Plaintiffs' patent, and had used
and publicly exhibited, let on hire, and supplied phonographs and phonographic
apparatus, manufactured according to the Plaintiffs' invention.

BJ- their Particulars of Breaches the Plaintiffs complained of such user, public
exhibition, &c., and in particular of user and public exhibition by the 35
Defendant, G. A. Slnith, at St. Ann's Well and Wild Garden, Hove, Brighton, of
such a phonograph and phonographic apparatus in MaJ1' 1893, and alleged that
Smith had publicly offered to supply such phonographs to the public, and
continued to do so, and the Plaintiffs also complained in particular that Young
had sold, supplied, let on hire, and publicly exhibited snch phonographs and 40
phonographic apparatus at 69, Fore Street, London, particularly that Y01.~ng had
sold such a phonograph to one Harrison on the 28th of July, 1893, and the
Plaintiffs alleged that Young had publicly offered by advertisement and other
wise to supply such phonographs and phonographic apparatus to the general
public, and still continued to do so. All the breaches complained of were in- 45
fringements of the whole of the Plaintiffs' Specification and patent, and of all
the claiming clauses thereof.

By his defence, Smith denied infringement, and that the patent was vested
in the Plaintiffs, and alleged that the Plaintiffs' invention was not new, and that
neither the patentee nor T. A. Edison was the true and first inventor of the 50
said invention. The defence of Young and Smith was similar.

By his amended Particulars of Objections the Defendant Srnith alleged that
the Plaintiffs' invention was anticipated by-

(i.) Edison's Specification, No. 2909 of 1877, p. 6, 11. 35 to 51 ; p. 6, 11. 7 to 12 ;
p. 9, 11. 24 to 33; p. 11, 11. 27 to 37. Edison's Specification, No. 1644 of 1878, 55
the whole Specification being relied on. Johnson's Specification, No. 6027 of
1886, the whole being relied OD. Gouraud's Specification, No. 17,l75 of 1887,
the whole being relied on. Johnson's Specification, No. 1851 of 1888, the
whole being relied on. Gouraud's Specification, No. 16,212 of 1888, p. 2, 1.55 ;
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p. 5, II. 1 to 55; p. 6, 11. 9 to 56 ; p. 7, 11. 1 to 28, and II. 44 to 49. Iiaioson's
Specification, No. 7625 of 1889, p. 1, 11. 36 to 42, and p. 2, II. 15 to 18.

(ii.) By the construction, use and exhibition by the Defendant Young in
December, 1888, and March and April, 1889, of devices and attachments similar

5 in every respect to those referred to in Claims 1 and 5 in the Plaintiffs' patent,
descriptions of which devices and attachments and drawings representing the
sam.e were subsequently sent to Edison:

He also alleged that the contrivances and devices claimed in the Plaintiffs'
Specification and the application of them to phonographic apparatus required no

10 invention or ingenuity.
The following Particulars of Objections were delivered in the action against

Smitl: and Young :-(1) Neither Hardinaham nor Edison was the true and
first inventor. (2) The alleged invention was not new (3) nor useful. (4) The
Complete Specification did not particularly describe and ascertain the nature

15 thereof, and in what manner the same was to be performed; (5) and did not
distinguish what parts of the alleged invention wore new and what parts thereof
were old. (6) The Provisional Specification did not describe the nature of the
invention, and the invention described and claimed in the Coruplete Specifica
tion was an invention differing from that described in the Provisional Specifiea-

20 :: ):1. (7) The COInplete Specification was ambiguous and misleading. (8) The
alleged invention was not new-(a) it was published by the Specificat.ion set
out in the other particulars, and also by Gouraud/s Specifications, Nos. 12,593
anti 12,59-1- of lSR~, the whole being relied on; Jolinson's S pacifications,
Nos. G04:2 and 6047 of 1886, the whole being relied on; and No. 7794 of 188H,

25 the whole being relied on. (9) (a) By the user by the Defendant Young,
mentioned in the other particulars, a description of which was alleged to have
been sent to Edison, or his secretary, A. A. Tate: (b) By the exhibition and
use by William Lurid of a phonograph at numerous lectures given whilst
engaged as a lecturer by Oolonel GOlJJTaud, between March 1889 and August

30 18~)2; (c) By the sale of phonographs to G·. ..1.1£. Reuben, of Copenhagen, in
September 1889 ; (d) By the sale of a phonograph to De Souea, of Rio Janerio,
in August 1889 ; (e) By the use and exhibition of phonographs by J. E. Greenhill
at various named places. (10) The devices and contrivances described and
claimed in the Plaintiffs' Specification were matters of common knowledge,

35 _.-- J the application of such devices and contrivances to phonographs required
no invention. There was no invention in the devices and contrivances
described.

'The trial, with witnesses, of the two actions consolidated took place before
Wright, J., who held that the patent was valid and gave judgment for the

40 ~-~_jntiffs.* The Defendants appealed.
Bousfield, Q.C., and Edrnuruls (instructed by Thomas Charles) appeared for

the Appellants; Sir R. Webster, Q.C., M-oulton, Q.C., Bremner and J. U. Graham
(instructed by Ashurst, Morris and OriS1)) appeared for the Respondents.

Bousfield, Q.C., and Edrnttnds.-rr'he first claim is for a general principle of
45 having any recording point and any reproducing point on one diaphragm : that

is too wide a claim, and the patent is therefore invalid. It will be noticed that
in the first. claim there are no limiting words, such as "substantially as
"described." [KAY, L.J.-You must not forget the immediately preceding
words-v-' Having now particularly described, &c."J Unless this general

50 meaning is given to Claim 1, it is merely equivalent to Claim 2. Claim 2 really
describes what Edison invented. [The MASTER OF THE lioLLS.-You must not
leave out the words "such as }'4" in Claim 2.J The Defendants do not
dispute that Claim 2 is valid, but instead of confining himself to that Edieori
has tried to seize upon every cornbination, and prevent any oue putting the

55 recording and reproducing points to the same diaphragm. [KAY, L.J., referred
to the Specification, p. 3, 1. 20.] A Specification must be construed fairly, but

* Ante p. 148.
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must not be strained in favour of the Patentee. [KAY,L.J., referred to Edison v,
fVoodhouse, 4 R.P.C., p. 107, and Neilson v. Harford, 1 Webs. R.,295.J A
diaphragm with the reproducing style and recording style on opposite sides of it
would be within the claim. Edison treats putting two points on one diaphragm
as a principle, and claims that. The words, " having now particularly, &c.," are :>
merely statutory form, and do not import into Claim 1 "subst.antially as
"described." All the other claims have those words expressly inserted. The
first claim would include a graphophone. Otto v. Linford, 46 L.T., N.S. 35, is
an instance of the invention of a new principle. [The MASTER OF THE
ROLLS.-You cannot call attaching two points to one diaphragm a prlnciple.] 10
No, but Edison claims it as if .it were. In Automatic Weighing Machine v,
Kniqhi, 6 R.P.C. 113"1 297, the words" substantially as described" were in the
Specification, and the Patentee tried to treat them as of no importance.
Heath v , Uruoin, 5 H.L.C. 505, shews what is the province of a claim. In
Jordan v, Moore, L.R. 1, O.P. 624, just as here, there were t\VO claims, one with 15
the words "as described," the other without them, and the latter was held too
wide. [KAY, L.J.-The two claims there would have been identical, if those
WO-rdR had not been inserted.] Not quite identical. What the Patentee here
h3H assumed to claim, by the first claim is not subject matter; Automatic
Weighing ...lfaclH"ne O()rnJ)a1~Y v, Knight, 6 R.P.C. 30~. The invention he seeks 20
to protect, by the other claims, except Claim 2, are trivial and obvious. Claim 3
contains no invention. In the earlier machine there were parts having the
same function and the same operation. The substitution of putting the cam on
the end of the lever, instead of underneath, is no invention. Claim 5 is
invalid for want of novelty, In one of the older Bpecifications the knife is 25
shown in this very position. [The MASTER OF THE ROLLS.-There is nothing
similar except the place where the knife is put.] [KAY, .L.J.-The Patentee is
improving the action of a very complicated machine.] As to Claim 8, a work
man would understand that the screws were to be out of pitch, Dr. Hopkinson
thonght so ; that would make the invention useless. A claim to make gas from 30
seeds generally, and not in any particular way, was held to be too wide in Booth
v. Kennard, ~ H. and N. 95. Even if the Court is against the Appellants the
relief granted bJT fVright, J., is too extensive: the delivery up ought to be
restricted to such parts of the Defendants' machines only as are infringements.

LORD ESHER, .il/.R.-Sir Richard Webster, we shall give judgment on the 35,
main question, and afterwards we will hear you as to the relief to be given.

Sir Richard }lTebster, Q.O.-The point was never taken until the very
end, but I think it is a reasonable point. When Wright, J., gave the formal
judgment (ante p. 160) a long discussion took place as to what was done.
No question was then raised about the parts of the machines. At the end 40
of the discussion Mr. Bousfield consented to an order for the machines
being given up, and that was the judgment of the Court. After the reasons
given by Mr. Justice Wright had been given, Mr. Edmunds (ante p. 163) asked
that delivery up might be restricted to those parts which were an infringement,
and Wright, J., refused the application. In the notice of appeal nothing at all 45
is said about varying the order. It is simply an appeal against the whole
judgment, but I have looked at it and I agree with what was pointed out by
your Lordship and Lord Justice Kay that there have been no cases of delivering
up a watch because the mainspring was an infringement. It is always in the
discretion of the Court. I am content to take the order in that form-that 50
the infringing parts only be delivered up-but I ask that the remainder of the
machine may be marked.

SMITH, L.J.-How many machines are there now?
Edm'nnds.-I understand there are only a few.
The ~1ASTER OF THE ROLLS.-You want these machines marked? What is 55

the use of marking them if you get the injunction?
Sir Richard Webster, Q.C.-Because they might take this machine and fit

something else to it. If the machine is marked, and I find a new part on it
afterwards. then I shall know that there has been a distinct breach.
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THE MASTER OF THE ROLLS :-What mark do you want to put?
Sir Richard Webster, Q.O.-Something like this: "Machine No. So-and-so

parts under this patent removed." I submit it is reasonable to ask that.
THE MASTER OF THE ROLLS :-If I were you, I would not press it.

5 THE MASTER OF THE ROLLS.-In this case the Plaintiffs have brought an
action against the Defendants for an infringement of a patent, the benefit of
which belongs to them, the Plaintiffs, the patent being taken out on the
28th of November, 1889. The patent refers to a phonographic machine. If
the patent is a good one, there is no doubt about the infringement; but the

In Defendants who have infringed, and who have taken the full benefit of the
invention if the patent is a good one, finding that they are guilty of an infringe
ment, and that therefore there is a great check to their business, do that which
is common in such cases-they turn round and attack the patent. They have
used the exact thing that has been patented; they have used it to a con ..

15 siderable extent, but they say" Your patent is a bad one; you cannot sue upon
it "; and they have taken, by way of objection, everyone of the ordinary
objections which are taken under such circumstances-that is to say, they
spell every paragraph and every line in the patent, and try to persuade the
Court that some one line, or some one sentence in it is so bad that it makes

20 the whole of the patent bad, and prevents the inventor from having the
benefit of his invention, however useful or however great it may be. I do not
hesitate to say myself, that when that is the sort of defence in such a case, the
Court ought to look carefully to see whether anyone of those objections can
be sustained. The Court certainly under those circumstances ought not in any

25 wav to favour the objection. Those who take such objections as that must
prove them strictly. That is my view.

Now, then, the first question raised u.pon these sets of objections, taking them
all together, is, what is the true construction of the patent, or rather what is the
proper rule of construction of a patent. There are certain rules as to the effect

au of patents, when you have construed them, which are different from other
instruments; but as to the rule of construction of a patent, when the question
is what is the true construction, I cannot doubt myself that the same rules of
construction or the same canons of construction are to be applied to the con ..
struction of a patent, or to any part of it, as are used with regard to any other

i):' instrument, Therefore, when objection is taken to the claim, or to anyone of
several claims, it is not using the true canons of construction to· read that alone
and to say that, without regard to what there is in the rest of the patent,
that means so-and-so, or that means what is stated as the objection, and
therefore, reading it in that way, you must hold that the patent is bad. You

4U uiust look at the whole of the Specification, and then, having looked at the
whole, if it is an objection to the claim, see what the claim, on the true
construction of it is, having regard to the whole of the instrument.

It is with regard to that rule, and only as an instance of it, that one finds
certain things said in some of the cases. Now, in the case before Lord

45· Hatherleu, of Arnold v. Bradbury, L.R. 6, Oh. App. 706, the parties argued
very much as was attempted yesterday. They took one of the claims and
said: "Read that alone, and then the language is such that you ought to say
" that, according to the ordinary grammatical construction of it, it claims a
" great deal, and it claims so much that a part of it to which that applies is

50 "old and already public property, and, therefore, the claim, so construed, is
" too large; that is, it includes something which cannot be patented, and, there
'" fore, it is bad." Now, that was doing exactly what Mr. Bousfield attempted to
do, to read the claim by itself, and then say, upon the ordinary grammatical
construction of it, it means a great deal, and a part of that great deal would

55', include something which was old, and, therefore, it is bad. But Lord
Hatherley, in Arnold v. Bradbury, as an instance of what I have been saying,
that you must look at the whole instrument..says you ought not to look at the
claim in that way; you ought to read the Specification first to see what it is the
man says he has invented, and what it is, therefore, that he proposes to patent,
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and having got that, then read his claim-read it fairly-and see whether then you
fi n.l that the claim claims more than that which he has declared that he desires
to patent, and which he describes as the thing to be done, and which he has
invented. Lord Hcttherley says at page 712'1 "I do not think that the proper
",vay of dealing with this question is to look first at the claim, and then see 5
" what the full description of the invention is, but rather first to read the
"description of the invention in order that your mind may be prepared for
""\vhat it is the inventor is about to claim. He tells you that he has now
" described and particularly ascertained the nature of his invention, and the
" manner in which it is to be performed, and then in the claim »r« do not find 10
" anything asserted or claimed as his invention beyond what is found in the
" previous part," that is, in that particular case. "Now, I am invited to consider
" that, as a general claim of all machinery that ever may be invented hereafter
,.. which can perform the operation which he here describes, but he introduces
" the claim by saying that his object is to state what he considers novel in his 15
., inveution." Then he afterwards says that the claim is simply to point out
whut he considers to be novel in what he has already stated. Therefore, if you
wish to construe the whole instrument, when the question arises on the claim,
and to construe it fairly, yon rnust look at the description of the invention, and
then, having looked at that" see whether, upon a fair reading of the claim, it 20
goes further than to claim what is thus described. Lord Justice Lindley, in
the case of Edison and Stoari United Electric Co. v. Woodhouse and Raioson,
4 Itl).()" 107, says :-'. It remains to consider the objections to the Specifications
"and claim. One is that the expression' carbon gas or liquid' in the claim is
" ambiguous and too wide and misleading. It was urged that the expression 25
" includes carbonic oxide and carbonic acid, neither of which will do." Then
he says :-" But every claim in every patent must be read and construed with
" reference to the Specification, and not as if the claim was an isolated sentence
" having no connection with or reference to what precedes it." Well, that is
the rule which I think is the right one, and it is the same rule as you would 30
apply to the construction of any instrument. Read the whole of it before you
deterrnine upon an objection to any particular part of it. When you have read
the whole of it, you m nst come back to that which is objected to, and see what
is the fair construction of it, having regard to what you read before. You must
not distort it; you must not add to it ; you must not take from it ; you must 35
construe it as it is, but construe it fairly. You must say what construction you
put upon it.

You have here a Specification with an elaborate description of what it is that the
inventor has in vented. His invention is certain improvements of a machine. He
describes those Improvements, each and everyone of them, elaborately and by 40
reference to plans. He describes them by letters and numbers and by a description
of each of them, and it is not suggested in this case but that each of those des-
criptions in the Specification is perfectly plain. Something was said, or the doctrine
was attempted to be made use of, that doctrine which is usually known as what a
workman of ordinary skill would do, but that doctrine is not applicable to this 45
case. That doctrine is applicable only where a particular description of work
mentioned in a Specification, or something to be done, appears to be ambiguous.
If you read it without knowledge it appears to be ambiguous, but then it is
said-" It appears to you to be ambiguous, but any workman of ordinary skill
" in the trade who would have to apply that description would understand it 50
" only in one way, and would be able to act upon it." If that is true, then it
is said that although grammatically, or with literary accuracy, there might be
a donbt about it, there is no real business doubt about it, and the one meaning and
the only meaning which you could attach to it is that which would strike an
ordinary wcrkman in the trade who would have to deal with it, and would 55
strike him as the only way in which the work could he done. That does Dot
apply to this case, for it is not suggested that anyone of the many things which
have been added to this instrument by this invention is described in any
ambiguous way whatever.
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Now, therefore, you have, with regard to a machine-and I am speaking now
only so far with regard to a Specification dealing with a machine-you have a
great many things added to an existing machine, a great many things, quite
clearly, and accurately described, each one of them, in the Specification as

5 things which the inventor says he has invented; which he therefore declares
to be new; which he says he has discovered and desires to apply in order to
simplify the construction and to facilitate the operation of a phonograph by
decreasing the number of parts in the machine, by the lessening or avoiding
the necessity for adjustment whilst the machine is in operation. There is the

10 object; there are the things which are said to attain that object. They are
separate things, not one dependent upon the other; they are all separate things,
and taking them all together, that is the invention that he says will be fulfilled
by it.

Now, having that then before you, and having so far read the Specification,
15 you now come to the claims, and more particularly to the first claim, which is

the one the construction of which has been under discussion by Mr. Bousfield:
" Having now particularly described and ascertained the nature of this inven
"tion and in what manner the same is to be performed "-that is, in other
words, having now described the general nature of this invention, and having

20 described the manner in which that invention, that is, every part of the inven
tion, is to be performed-" I claim, in a phonograph attaching both the
" recording point and the reproducing point to the same diaphragm "-but not
generally to attach them to the same diaphragm, but also with regard to that
diaphragm providing means " whereby either of the points may be brought into

25 "operative position on the surface of the phonogram." Now those words gram
matically, if you do not take the trouble to see what they apply to, are, no
doubt, large enongh to say that he claims attaching the recording point and the
reproducing point to the same diaphragm in whatever way that may be done by
anybody. But when he has pointed out the exact manner in which he professes

30 to do that; when he has said before that-" My invention is not merely doing
.;, that, but doing that in the manner which I show and describe," it seems to me
that no person desiring to construe this first claim fairly can come to any con
clusion but that all he meant to claim was what he had before described and
pointed out and shown. If so-if it only does that-it cannot be too large; and

35 it is not too large, and it does not come, therefore, within the doctrine that, if
any one claim is too large then that vitiates the whole patent, and althongh it
be proved that everything which is really in the patent has been infringed, yet,
because that claim will include something else which is not really in question
in the cause at all, the whole patent is vitiated. But, upon the true construction

40 of the first claim here, it seems to me that this cannot be said in the present
case, and that the objection, which is the main objection, fails.

Now that objection, although not exactly brought forward in the same words,
is suggested with regard to every one of the claims. Therefore, for the same
reasons which I have applied to that first one, it seems to me that that mode

45 of stating the objection to the others cannot prevail in this case. Take,
for instance, anyone of them: No.3, for instance, and No. 5 and No.7.
Mr. Bousfield did glance at No.4 as well, but he read them all subject to the
rule which I have stated, and it seems to me that each and everyone of them
describes the thing which is stated in the Specification to which it applies. It

50 states that he claims everything which he has described, and he claims no more'
and no less. Therefore, so far as that objection is concerned, it seems to me
that the objection fails.

Now, I have said, I have confined this mode of dealing with this patent to
the case of a machine, and I, therefore, adopt precisely the way in which

55 Mr. J ustice Wright has stated the matter :-" There remains the quostion
" whether the patent is invalidated by the first claim. That claim appears to
" me to be, oft the face of it, a claim of monopoly for every form of phonograph
" in which the two styles are attached to one diaphragm, so that each style can
" be brought to bear on the cylinder. It is stated that such a claim ia a claim
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" to monopolise a principle. I think not." Now this is the part with which I
say I agree. "It is a claim for a particular arrangement of essential parts of a
" machine, which arrangement has obvious ad vantages, but has never before
" been made practicable, and which has now been found practicable in a way
" disclosed by the Specification. Such a claim ought probably to be construed 5
"as a claim of monopoly for that arrangement carried out by any means
" substantially similar to those diecloscd in the Specification, and that appears
" to be sufficient." I agree with that, and, therefore, I think that, so far as this
objection is concerned, applying it to each and everyone of the claims, it shows
that these claims are, none of them, wanting in that respect. 10

We have had other objections to some of these claims. It is said that, taking
thern as claiming, each of them, the separate thing added to this machine which
is clairned-that, taking that thing by itself as claimed, it is not new. Whether
the thing is new or not is a question of fact. It is a question to be dealt with
by evidence, and the learned Judge here was the judge of fact. If you say 15
that some of these things which have been added to that machine, when taken
abstractedly away and held in your hand, are not new things, it may be
true that they are not new things, but that is not what is claimed here. It is
not claimed that each of these things is a new formation of the thing invented.
It is that the invention is in adapting that new thing to such an instrument for 20
the purpose for which it is adapted. That has never been' done before. That
is admitted, and therefore, as to each and everyone of these things, the
invention consists in having so carefully considered the machine, or carefully
considered the defects of the machine, as to say that in each of those respects
it was capable of improvement, and then. to apply each particular thing- to that 25
machine for the purpose of curing such defects; and if 'such things had never
been applied to such a machine for such a purpose, it seems to me that the
invention which consists in applying them to that machine for that purpose, is
a novel invention, and therefore, so far, cannot be attacked.

Now, that applies to each one of them, and I shall not go into each and every 30
particular one; but with regard to No.7, there is another objection. It is that
the claim No. j is for the application of the spring lock, which is there described,
and that is wanting in subject-matter. Now, whenever I hear the objection
taken to a patent which has been used, which has been bought and sold, which
has been therefore treated by men of business as a useful thing, that it is 35
wanting in subject-matter, I look upon it, I confess, with an amused contempt.

What is the meaning of want of subject-matter? It is not the same thing
as want of invention, or rather I should say as want of novelty: it is not
the same thing as want of utility, but, where you cannot maintain either of those
propositions which would be sufficient to destroy the patent, it is something 4-0
else, which some one or other, at some time, has invented as an idea for
destroying patents. And what is it? It really comes to this, that although the
invention is new-that is, that nobody has thought. of it before-and although it
is useful, yet, when you consider it, you come to the conclusion that it is so
easy, so palpable, that everybody who thought for a moment would come to the 45
same conclusion; or, in more homely language, hardly judicial, but rather
businesslike, it comes to this, it is so easy that any fool could do it. Well, I
look, as I say, upon that objection, when all others have failed, generally with
amused contempt, It can be made out, but hardly ever. When you find that
which I have stated, it is hard to think that people would be buying and selling 50
a thing-and that has been sometimes the whole thing-and yet the objection
should he taken that it is wanting in subject-matter.

Now, with regard to this '7th Claim, it is described by Mr. Edison-" The
" device claimed in Claim 7 is an improvement upon the similar device shown
" in Figure 3 of Patent No. 12,594, inasmuch that less time is required to secure 55
" the arm in the position required when the phonograph is in operation. Time
H being an important element in operating the machine, I endeavoured to so
"arrange the devices that as much ti ine as possible could be saved to the
,. o.vera~or; and in the case of the device shown in Patent No. J2,594, it will be
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" seen that it required some time to manipulate the screw and secure the arm,
" which was done instantly in the case of the device claimed in Claim 7 of
" Patent No. 19,153. Also it was important to insure that the arm should be
" rigidly located, which was not always the case in the device shown in the

5 "Pdtent No. 12,594, in which the actual location of the arm depended upon
" the judgment of the operator as to the degree of pressure he should put upon
" the screw; whereas in the device claimed by Patent No. 19,153, the. pressure
" is predetermined by means of a spring, so that it is always the same." I
cannot help thinking that it is an improvement, It is a different thing from

10 that which was done before; it is an improved mode of dealing with such a
machine, and dealing with such a machine whilst in motion. The things which
are put to it in order to deal with the matter are old things, but they are so
applied to this machine as to have a beneficial effect in the working of it
whilst it is in motion, and it is to facilitate the working of it whilst in motion

15 which is the very subject-matter of all the things which are in this patent.
Then, if the thing is useful and has a useful effect, I cannot say that it is
wanting in subject-matter, nor can I disagree with Mr. Justice Wright that it
is so obvious that any person who had thought of it for a minute, or for five
minutes, must have seen that this was the exact way to have overcome the

20 difficulty. There is no evidence that anybody had ever dealt with such a
matter before. There is nobody called who has ventured to say," Why, it is so
" easy that," as I have said before, " any fool could do it." .Nobody says that:
It is but a slight improvement if you take it by itself. I accede to that, but
when you have reduced it down to this, Jon have failed to show that the use of

25 it, as adapted to such a machine as that, is old. When you have failed in that;
when you have failed in showing it is not useful, to come and tell me that
that mode of dealing with tho machine for the purpose suggested, is so easy
that anybody without thinking, if the difficulty had been stated to him, would
have found out this means of curing it, is a matter which I do not accept as a

30 matter of truth; therefore, it is a matter in which I cannot disagree with
Mr. Justice Wright. I cannot disagree with Mr. Justice Wright as to the
principle upon which any part of his judgment is founded; I cannot disagree
with him as to his conclusion on any matter of fact which, as a judge of fact,
he has come to, and therefore, with regard to his final judgment in this matter,

35 I entirely agree with him, and I think that this appeal has substantially failed
in every respect.

The form of the relief we propose somewhat to modify, and, therefore, I must
not say that we disrniss the appeal on the grounds that I have said, or else we
could not modify it. We deal with the judgment in that respect, but practically

40 we agree with the judgment in all substantial points, and, therefore, the
Appellants, subject to the amendment as to the relief, will have to pay the costs
of the appeal.

KAY,L.J.-I agree entirely with my Lord's judgment in this case, and with
the very able judgment also of Mr. Justice Wright, and I will only add a few

45 observations in reference to some of the arguments that have been addressed
to us.

It is a case in which the infringement is not, and could not possibly be denied;
because what the Defendant has done it is to purchase in America machines,
made exactly according to this patent, with everyone of the improvements

:h) which this patent seeks to protect" Mr. Edison, who is the real Patentee, having
a similar patent in America and manufacturing there machines with all these
improvements, The patent in England we are told has been sold to the
Plaintiffs in this case, and the Defendant is buying machines, which contain all
these improvements, in America, and has brought them to this country for sale

55 in this country; therefore the infringement is as plain as anything can possibly
be, and it was not attempted to be denied.

Now, the second observation I have to make is this :-That this-Is not a
patent for the whole machine. We are told, that the phonograph is now a
machine which cannot be patented. It has become public property. W~ are
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told that the patent does not profess to be a patent for the phonograph itself.
It is a patent for certain improvements, which have been introduced in the
manufacture of phonographs by the original inventor, 1\11'. Edison, and I will,
read from his evidence what he says with reference to all those improvements,
At the end of his evidence he says : " I wish to add that the development of the 5
" phonograph into its present commercially successful form has been a case in
" which invention has mainly followed upon exper-iment rather than theory.
" The theory has generally suggested itself after the inventions had been made,
" and even yet there are points abont it where the successful result cannot be
" satisfactorily explained upon present theories. A perfect practical result is 10
" only obtained by an accumulation of detailed improvements, some greater,
" some less, in themselves, but which together give the certainty and perfection
" of result which is necessary for the requirernents of to-day, All the claims of
"the two patents of which I have spoken are instances of these slowly
"elaborated improvements, which have each of thern contributed to this 15
" result."

Now, the general doctrine of constrnction of any patent is very well stated
in a book which I have before me, Mr. Frost's book on Patent Law :-" 'I'he
" Court will construe the Specification so as to support the patent if it can be
"fairly done, and will not be astute to find flaws in small matters in a 20
"Specification with a view to overthrow it. Where any expression is
" ambiguous the Court will endeavour to give effect to the intentions of the
"Patentee." I believe that to be a true statement of the mode in which this
Court has always attempted to deal with patents, when the answer of the
infringer has been, "The patent is a bad one." 25

Now, as to the first objection to this particular patent, the Master of the Rolls
has dealt with it so fully, and I so entirely agree with what he said, that I will
add very little. It is an objection to the first claim, and the objection, as I
understood it, was this :-" That the first claim is so wide, that it includes every
" mode of attaching both the recording point and the reproducing point to the 30
"saIne diaphragm; that is a claim which could not possibly be supported
" because it is vastly too wide." Well, at present, I am not satisfied that, even
if the claim were so wide, it could not possibly be supported; but I am quite
satisfied that that is not this claim. It was attempted to make out that it was
this claim by reference to the case of Jordan v. Moore, L.R., 1 C.P. 6~4; and, 35
out of respect to the arguments which have been addressed to us, I will deal
with that attempt. Jordan v. Moore was a case in which there were, in the
same patent, two claims, and contrasting those t\VO claims-the 1st and, I think,
the 6th-they were, of course, not in the same words, and therefore it was not
possible to say that they were identical; indeed, it would be against every 40
reasonable canon of construction to say that the two claims meant the same
thing; but then when you did contrast them, if they did not mean the same
thing, one of them was necessarily so large that it included that which the
Court felt itself bound to hold could not be the subject of a patent. Thecase
shortly stated, was this: The first claim was a claim for attaching the outside 45
planking of a ship to iron ribs and the 6th Claim claimed, in effect, the attach-
ing of that outside planking to ribs of the particular construction described in
the Specification. When you contrasted the two, you could not help seeing
that, in order to give any meaning to the first, it must mean attaching wooden
planking to any kind of iron ribs; and it was held that that was too large and f>O
could not be the proper subject of a patent. Now it was sought to apply that
in this case, and to make out that this first claim must mean every mode of
attaching the recording point and the reproducing point to the same diaphragm;
because it was said, "If you contrast it with Claim No.2, unless you give that
":meaning to Claim No.1 they mean the same thing." I disagree entirely. 55
Claim No. 2 seems to me to have a perfectly different meaning from
Claim No.1, if you give to Claim No.1 the more restricted construction which
I t.iink is the proper construction to give to it. For in Claim No.2 we find
that that \v hich is claimed is "the combination, with the diaphragm, of a
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" pivoted lever connected t.herewitb, and carrying the recording and reproducing
'" points, and a pivoted weight or retarding device, such as /4, acting upon
" the le ver so as to regulate the action either of the recording point or of the
,.. reproducing point, whichever may be in use, substantially as herein described."

;) N OvV there is not in Claim No. 1 any reference whatever to that which is
claimed here-the pivoted weight or retarding device, and which in the argument
was called the floating weight. Claim No.2 seems to me clearly to mean this:
the combination with that which is described in Claim No.1, of that which, in
the argument before us, has been called the floating weight-a new combina-

10 tion, and a perfectly different thing to that which is described in Claim No.1,
if you give to Claim No.1 the restricted meaning.

Now what is the restricted meaning which you should give to Claim No.1?
It seems to 111e quite plain. I agree with the mode of construction which the
l\Iaster of the Rolls has already indicated. The claim in this case is a claim to

15 which the description adopted by Lord Justice James from the argument of
the late Sir Henry Jackson m.ost thoroughly applies-" 'I'he claims are intended
,It to show what parts of this large and elaborate description contained in the
It, Specification are to be the subject of the patent. They are essentially claims
'" which amount to disclaimers. They meant to say in each of them-' Now

20 '" take care; observe, the Patentee does not here claim the whole of this
" , desertption in his Specification; those parts which he does clairn are referred
'" 40 to in these claims, and the claims are introd uced for the very purpose of
c. , showing that it is not the whole of the description but it is only the particular
" , parts of it, which are selected out by these claims, which are the subject of

25 ,," the patent.' "
Now, taking this first claim, what is the fair meaning of it, applying the rules

of construction read from Lord Hutherleu and Lord Justice Lindley's words
in the cases to which the Master of the Rolls has referred? "Having now
~, particularly described and ascertained the nature of this invention and in

30 "what manner the same is to be performed, I clairn, first-In a phonograph
" attaching both the recording point and the reproducing point to the same
" diaphragm, means being provided whereby either of the points may be brought
" into operative position on the surface of the phonogram." Now, how in the
world could you understand that, unless you read first of all the description of

35 those rneans in the words of the Specification which precede it. They are care
fully given. I have heard no objection to the mode in which that description
is contained in the Specification. It is not denied that it is such that an
ordinary workman would thoroughly understand it and be able, from the
description and the pictures, to make the thing which is described; and, there-

40 fore, what you have got here, according to the proper principle of construction,
is :-" The thing which I have described; the particular attachment which is
" described in this Specification of the recording and re-producing points to the
" same diaphragm with those means which 1 have described, whereby either
" of the points can be brought into operative position on the surface of the

45 "phonogram." It is said, " Oh, but there is not attached to this claim the usual
" words, ' substantially as herein described .'" When you find the claim preceded
by the words which I have just read, what is the use of adding those additional
words? I have no doubt that they are very often added in a great many of
these claims, but still it seems to me quite impossible to say that, because those

f,O words are not there, you are to read this first claim in the wide manner in which
the counsel for the Defendants in this case ask us to read it, they asking us to read
it in that wide manner in order to defeat the patent. I, for my part, entirely
decline to do that. 1 do not think it is a fair construction of the claim, and
I think that the argument on that part of the case entirely fails.

;):) In dealing with one of the Plaintiffs' witnesses, counsel, in cross-examination,
put to him certain diagrams, a copy of which was handed up to me. They are
only marked 'in that copy, 1,2, and D. Under a former patent, that which was
called the spectacle frame arrangement of two diaphragms had been made; that
is,two diaphragms were mounted on the same frame, one carrying the recording
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point and the other the reproducing point; when you were recording you used
the one which had the cutting point attached to it; when you wanted to repro
duce the sound you moved the other, in that arrangement, into the groove
which had been cut, so that the reproducing point fell into the groove which
had been cut, and then, by the vibration of that diaphragm, to which the repro- 5
ducing point was attached, you reproduced the sounds. Counsel, with the
Ingenuity one would expect from them, drew three figures; one was drawn so
as to make a large oval membrane; the outside dimensions and form being
exactly that of the spectacle frame arrangement, as it is called, and the witness
was asked to assume that the whole was one membrane with the two points at 10
different points of that one membrane, but in the same relative places which
they had in the original spectacle frame arrangement; and then, of course,
getting by degrees nearer to the case before us, the oval form was altered in the
third drawing to a round form, and then, upon the membrane in the round
forr,n two points were placed, neither of them in the centre, but each of them 15
a little distance: from the centre; one carrying the cutting tool-that is, the
recording point, as it is called, and the other carrying the reproducing point.
Nowit must be obvious to anyone that, in a delicate matter like this, it is of
the greatest possible importance that the reproducing point should be placed
upon exactly the same part of the membrane which the recording point was 20
placed upon, and Mr. Edison's plan secures that object perfectly. In his
membrane both points are attached to the membrane itself in exactly the same
place. When you have, by the vibration of a membrane, to reproduce the
vibration which occasioned the indentations into the wax of the cylinder, it is
obvious that you must have, as nearly as possible, the same kind of membrane 25
and the reproducing point upon that membrane, as nearly as possible, in the
same place, and I take leave to doubt, in the absence of proof, which has not
been attempted to be given, that this diagram would produce anything like
exactly the same results as Mr. Edison's would. Therefore, I am not at all
satisfied that this claim had been in the least degree anticipated by what is 30
called the spectacle frame arrangement in the former patent.

As to the other claims which have been objected to, the next one was
Claim :1 :-" In a phonograph the employment of a pivoted lever k, mounted
" upon the arm carrying the diaphragm-frame, and provided with a cam-shaped
,.- head, which, acting on the guide-rest, serves to lower or lift the said arm 35
" substantially as herein described." Nothing of that kind had ever been done
before. What had been done before was an arrangement by which what is
called the guide-rest itself had been twisted partly upon its axis to produce the
same result. It seems to me that the arrangement made by Claim 3 did involve
some invention. Mr. Edison's description of the advantage of it as well as the 40
other things I have read, is a general description of the advantage which that
provided, and I am not at all convinced that it could fairly be said that, in an
arrangement of that kind, there was no invention, which was, in short, the
objection tried to be made to it. In that respect I agree with the decision of the
learned Judge in the Court below. 45

Then the 5th claim was the next one objected to, and that runs thus :-" In
" a phonograph, the employment of a pivoted arm holding a single diaphragm
" to which both the recording and reproducing points are attached; the said
" arm carrying a knife for turning an old record off the phonogram substantially
" as herein described." The object of that was this: it was said that in a 50
former machine there had been a knife put substantially in the same position
as the knife shown in the drawing to which this part of the claim relates. But
the position, if that were all, may be perhaps the same; the knife arrange
ment, which is referred to by the words used in this claim, "Bubstantially and
" as herein described," is confessedly a different thing from that which existed ~5

in any phonograph down to this time ; and the whole of the claim seems to me
clearly to be a claim for the whole arrangement, by means of the knife, for
turning an old record off the phonogram which is described in the body of this
Specification. Therefore, again, I think the objection as to that entirely fails.
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Claim 7 has been dealt with most carefully by the Master of the Rolls, and as
to that, I really cannot add a single word. I agree entirely; and Mr. fiJdison's
evidence upon it seems to me to show that there was exactly that kind of
invention and adaptation with respect to the spring lock mentioned in that

;, claim, which produces, as he says, a new and useful result; which would be
very simple indeed for anybody who looks at it now with all the knowledge
which we have got after the thing has been done, but which I am perfectly
certain did involve quite sufficient invention, being admittedly useful and
being admittedly new, to rnake it proper subject-matter of a claim in a patent

10 like this.
There remains oneother matter, and that is one about which a good -deal of

argument was addressed to us. It is the Sth ·claim :-" In phonograph-feeding
" mechanism, the employment of two nut segments carried on separate arms
" and adapted to engage independently with the feed-screw, substantially as

15 "herein described." . Now that is referred to in the body of the Specification
thus, at page 4, line 10 :-" As a feeding device for engaging with the feed
~, screw 1 on the phonogram shaft P, there is attached to the sleeve .m, which
" carries the arm gl, a divided spring 1~, the prongs n l and n2 of which carry
,.. the nut-sections 12 and Z", If one of the nut-sections l2 or 13 fail to properly

20 "engage with the feed-screw l, the other may engage therewith all right."
Mr. Edison. says, as to that-1 am not .going to read his evidence at all with a
view to construing the Specification, but to show the difficulty which had to be,
met-" The device claimed in Claim 8, was devised to insure that the threads
10' of the nut and of the screw should al ways be bottomed and together. It was

25 ,- in practice very difficult to make one single nut exactly fit the screws of
"the main shaft, but by using two nuts, carried by independent arms, the
'~necessity of nicety of adjustment was greatly diminished, The difficulty
10' which this device overcomes arose from the fact that the recording and re
',- producing mechanism is carried along the cylinder directly by means of a

:10 h main screw, without intervention of any other intervening mechanism
,. between the power and the phonograph, hence the necessity of an
"exceedingly fine screw to produce the slight movement required, and. on
"account of its extreme fineness it was very difficult to get a perfect
'~adjustment with a single nut. A great many experiments were tried but

35 .. it was found that the device shown in patent No. 19,153, of two separate
.'. arms containing nuts was best in practice to perform all the functions
" required."

Upon this an argument and, I need not say, an extremely ingenious argument,
was raised; and it was raised in this way. 'I'o one of the Plaintiff's expert

40 witnesses a suggestion was made that the two nuts carried by these two separate
arms were to be,. as Counsel called it, of a different pitch; that is to say, they
were to be so arranged that if one, at the point at which the screw was when
the lever dropped upon it, would not engage in the threads of the screw, the
other, being of a different pitch, might so engage. That is extremely ingenious;

45 .but, remember, we have got to deal with a very fine screw; and the difference
.of pitch, as it was called, must have been so excessively minute as to be almost
impossible of adjustment on the machine. But the truth is, there is nothingin
the world in this Speciflcation about any difference of pitch; and the whole
thing was elaborated from the excessive ingenuity of Counsel who were doing

50 all in their power to try to upset this Patent. Mr. Edison says nothing at all
about it. I do not refer to his evidence as construing the Specification,
but, if you look at the Specification the words are these: -" If one of the
" nut-sections 12 or 13 fail to properly engage with the feed-screw 1, the other
" may engage therewith allrrght." It does not say that they are to be upon a

55 different pitch to produce that result. That which a workman would under
stand by reading this would be prima facie that they were to be at the. same
pitch, and if any accident prevented one of them engaging there would be a
double chance that the other might then engage. And I have no doubt that is
the prima facie and the real meaning of this Specification. The argument as I
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understood it was this: That is not the real meaning, and the real meaning is
not expressed and, therefore, it is not properly described. The answer is :
That is the real meaning, and it is properly described; and the excessively
ingenious gloss which is put upon this part of the Specification is evolved from
the inner consciousness of the Counsel who wanted to destroy the Patent. J 5
agree that the expert witness, whose evidence I have had a great deal of
experience of in rny practice, both at the bar and on the bench, accepted that
suggestion rather readily-rather too readily, I think-but it was not for the
expert witnesses to construe this Patent. That is the office of the Court, and I
construe this Patent as not having in the least degree the meaning which 10
Counsel sought to put upon that. I, therefore, think that this objection fails
also; and I agree with the very able judgment of the learned Judge in the Court
below.

The order will be varied as the Master of the [lolls has said, and, therefore, it
will not be really a dismissal of the appeal, but I think that that variation 15
ought not to interfere with the question of costs.
SMIT~, L.J.-We have had addressed to us for many hours, considerably

over a day-I do not say it was too long-a very forcible attack on the judgment
of Mr. Justice Wright, and speaking for myself, I wish to state that in my
judgment that judgment is peculiarly clear and admirably condensed, and 20
the result which I have arrived at is that the attack which has been made upon
it signally fails.
, Now this was a patent which was taken out in the year 1889, and it appears
from the history which preceded it, that the first patent which was taken out
for a phonograph was in the year 1877. Between 1~77 and the year 1889, when 25
this patent was taken out in the month of November, many patents had been
.taken out for the improvement of phonographic machines, and this patent was
taken out in November, 1889, the object being as therein stated. "The objects
" of this invention are to simplify the construction and to facilitate the operation
" of the phonograph by decreasing the number of parts in the machine and by 30
" lessening or avoiding the necessity for adjustment while the machine is in
"operation." 'I'he great improvement which was made, and conceded to be
made, and which was covered by this patent of November, 1889, was the
attaching of the recording and reproducing points to one diaphragm. That is
the salient improvement which was made in this patent of 1889, and the 35
Defendant does not say, and nobody else says, that that was not a great im
provement in the phonographs which theretofore had existed. The Defendant
buys from Edison one or more of these machines in America, with a stipulation
'that he was not to import them into England. He does import them into
England, and sells them in this country, whereupon this action for infringe- 40
ment is brought. 'I'he Defendant in no wise sets up that he has not infringed,
indeed he could not; but he turns round and he attacks this patent of 1889,
and attacks it in this remarkable way. He says: "I cannot say that a great
" improvement was not made and covered by this patent of 1889. I cannot
" say that you have not specified with particularity and in detail all the im- 45
" provements "-except one, which I will deal with very shortly in a moment-
" I cannot say you have not particularized all your improvements in your
" Specification, but," he says, "if I look at your eight heads of claim, then I
" say that they claim matters, which I cannot say are not novel, but which
" I sa)?' are too large, and therefore your patent is bad ab initio." 50

Now, I wish to read two short passages from two judgments as to what is
the province of a claim, and not only as to what is the province of a claim
attached to a Specification, but also what it is that the Patentee is able to claim
when he has got his patent. I will read first from the judgment of Lord Chief
Baron Pollock in Unwin v, Heath in the House of Lords, 5 H.L.C., 505, where 55
he says this: "Strictly speaking nothing is protected by the patent which is
'" not found in the Specification, either directly expressed in terms or reasonably
" to be inferred from what is there expressed by persons skilled in the subject
" to which a .patent relates. The right of a Patentee does not turn on the
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" extent of his claim, but upon the communication made to the public as to
" the mode of accomplishing his object, and he has no right to claim anything
" but that which he has communicated to the public, however large, in point
" of language, his claim may appear."

5 Therefore it seems to me on that part of the argument of Mr. Bousfield,
reading claim No.1 in the way in which he wishes to read it, and hanging on
it this argument that thereby everything is covered in futuro, to the prejudice
of the public, the real thing that Mr. Edison claims in this patent is what is to
.be found in the .Specification and not in the claim. That is what is protected

to and what is covered by his patent. Again Lord Justice James also, dealing
with the case of Plimpton v, Spiller, L.R. 6 Ch, D. 426, in the Oourt of Appeal
in 1877 said this: "It is important to bear in mind that there is nothing in the
Act or in the Patent Law which says anything about claims. A Patentee gets
a patent for his invention, and he is obliged to specify that invention in such a

15 way HS to show to the public, not. only the mode of giving practical effect to
that invention, but what the limits of the invention are for which his patent is
taken out; and the real object of what is called the claim, which is now much
more commonly put in than it 'used to be formerly, is riot to claim anything
which is not mentioned in the Specification, but to disclaim something.

20 I turn, therefore, to the first objection which is taken to this patent,and it is said
you clairn something which is too large. It is admitted that the Patentee has not
claimed anything which is too large in the Specification. That is admitted;
but it is said that because he has framed his first claim in the way he has, after
the heading, " Having now particularly described and ascertained the nature of

25 "my invention, and in what manner the same is to be pel-formed "-it is said
that that claim is too large. Now, I think myself, Mr. Justice Wright gave the
right answer to this argument when he said this :-" In the present case it
"cannot be pretended that the use of one diaphragm carrying two different
" points, so that either can be brought to bear, i~ not novel,"-that is, it is novel,

30 and nobody says it is not; and he goes on-" No case has been cited to show
" that exception can be taken to a claim on the ground of its being wide or
" general, withont evidence to show that it includes something old or useless."

Now, this claim, ifyou read it in the widest way, claims something which is,
absolutely new; it does not claim anything which was old or useless. There-

35 fore it seems to me that in Mr. Justice Wright's view of the case this claim
would not vitiate it. If read in the way in which Mr. Bousfield wishes it to be
read this claim would vitiate it; but I agree with what has fallen from the other
members of the Oourt that this claim must be read sub modo, as claiming the
invention which is specifically described in the Specification; and, reading it in

40 that way, it is a claim dissimilar from Olaim No.2, which differentiates this
case, as pointed out by Lord Justice Kay, from the case of Jordan v, Moore.
I think that it is a perfectly good claim when properly read in conjunction with
the rest of the Specification. Therefore this point as to Olaim 1 vitiating the
patent fails.

45 I then come to Claims No.3 and No.5 and No.7; and the objection to these
may be all, as it seems to me, put under this heading: want of invention-c-no
inventive faculty used in''bringing them about. Now I have heard what has
been said upon each one of these claims by the learned counsel who have
addressed us. and I think that Mr. Justice Wright, again, has properly found

!)o on the facts as to each one of these inventions when he says that each
of the details contributes something important though minute. Something
important to what? Something important '"to simplify the construction and
" to facilitate theoperation of the phonograph by decreasing the number of parts
"in the machine, and by lessening or avoiding the necessity for adjustment

55 " while the machine is in operation." That is what the learned Judge is
holding here, " that each is novel in its application to the phonograph, and has
" some degree of novelty in its own construction or re-arrangement, or that each
" was the inventive result of prolonged study and experiment by a person of'
'~the greatest mechanical skill and knowledge." That- is what the learned"

16631-200-11191 Wt 11642 D ~ 8-2 (B) :Iff
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Judge finds. For myself I feel no hesitation in coming to the conclusion that
he did right upon that finding of fact; and he adds: "They all help in some
"degree towards simplicity, steadiness, accuracy and rapidity attained auto
" matically, instead of depending on the operator's judgment and attention.
" All are adopted in the very machines which the Defendants sell. Before the 5
" invention of these, failure or interruption had been frequent in the working
" of the old machines; since their adoption all difficulty bas disappeared, and
"the operator need no longer be an expert in phonographic mechanism."
If these findings are correct, which in my opinion they are on the evidence
which was given, away goes the objection to Claims 3, 5 and 7. 10~

Then there is another objection raised to Claim 8, and that is this. It is said
that you ought to read into Claim 8, when read with the description of it in the
Specification, that these separate arms were to be placed at different pitches,
All I can say is that is not there. It is not stater! that they are to be at different
pitches, and I decline myself to read any paragraph into a Patentee's Specifica- 15
tion which is not there, and which is not inserted, for the purpose of avoiding
his patent. I will do nothing of the sort.

For these reasons I think that Mr. Justice Wright's judgment should be
upheld. ..

Graham.-The order will be this, that the order of the Court below be varied 20
as to delivery up by declaring that the infringing parts should be removed in
the presence of both parties, and delivered up, otherwise the order to stand, and
the appeal to be dismissed with costs.

KAY, L.J.-It must be on oath in the usual way-as to the number of
machines. 25

Graham.-We will take further proceedings as to those. It is simply that
the order below stands except that it is varied as to delivery up,and the Appellants
will have to pay the costs.

THE MASTER OF THE ROLLS.~The junior counsel ought to agree on the'
form. 30

Edmunds.-I do not think there will be any difficulty.
THE MASTER OF THE ROLLS.-I am sure there will not be. If there is any

you can apply.

IN THE HIGH COURT OF JUSTICE.-CHANCERY DIVISION.

Before MR. JUSTICE NORTH.-May 31st 1~94.

S;l{INNER AND CO. V. PERRY.

Patent-s-Action to restrain threats-s-Order for inquiry as to damages.
Evidence on. inquiry.-Contract broken off by threats.-Loss of profits.
Measure oj damages.

B., who had taken out provisional protection for a camera in November 1891, 40
immediatelp commenced negotiations with the L. Oompany for a sole license to
them, and by the end of the year the terms of a contract between S. and the
L. Oompany, by which S. was to sell all the cameras to the L. Company for a
years, they agreeing to take £750 uiortb a year as a minimum, and S. to supply,
all extras required, were practically settled, thouqli no binding agreement 'was 45
signed. The L. Oomparty, early in. Jan-uary 1892, raised a doubt as to uihether S.
was no~ anticipa.ted by P.'s patent, and after further correspondence,and taking
the advwe.o/ their patent a~e'!'t, whose. opinion was un/avourctbly to B., they
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